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The MAILING DA TE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 30 January 2006 . 
2a)M This action is FINAL. 2b)Q This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-57 is/are pending in the application. 

4a) Of the above claim(s) 15 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^] Claim(s) 1-14 and 16-57 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 30 January 2006 is/are: a)D accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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The amendment filed 1/30/06 is objected to under 35 U.S.C. 132(a) because it introduces 
new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall introduce new 
matter into the disclosure of the invention. The added material which is not supported by the 
original disclosure is as follows: 

The new matter added to the specification is the description of figure 1, as amended on 
page 4, line 10, to read "Figure 1 is a cross section view, enlarged of a prior art structured 
abrasive article" and the designation of Figures 1-3 as prior art because the specification, as 
originally filed clearly defined Figure 1 as an article embodiment of the instant invention . In 
addition, page 5, lines 19-20 and page 14, line 5-6 (which describe this figure in detail) set forth 
that "it is also within the scope of the (instant) invention", thus this clearly implies that figure 1 
is intended to be an embodiment of the instant invention. Changing the figure description to 
"prior art" is thus new matter because the original specification clearly defined that this figure in 
an embodiment of the instant invention and applicants have not provide clear basis for this 
change. Figures 2-3 are defined as a process for making the article of figure (see page 4, lines 
12-13), thus the designation of these Figures as prior art is new matter for the same reasons 
above for Figure 1 . 

The drawings are objected to because now Figures 1-3, as amended, set forth that these 
figures are the description of the prior art. However, the specification and the figures, as 
originally filed, clearly defined these to be embodiments of the instant invention . In addition, 
page 5, lines 19-20 and page 14, line 5-6 (which describe this figure in detail) set forth that "it is 
also within the scope of the (instant) invention", thus this clearly implies that figure 1 is intended 
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to be an embodiment of the instant invention. Changing the figure description to "prior art" is 
thus objected to because the original specification clearly defined that this figure in an 
embodiment of the instant invention and applicants have not provide clear basis for this change. 
Figures 2-3 are defined as a process for making the article of figure (see page 4, lines 12-13), 
thus these figures are objected to for the same reasons above for Figure 1. Corrected drawing 
sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should include all of 
the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be removed from 
the replacement sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1.121(d). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Claims 1-14 and 16-57 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
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or with which it is most nearly connected, to make and/or use the invention. The instant 
specification defined two processes (Figures 2-3) which are used to make the claimed article. 
The amendments to these process now define them as being "prior art" process, thus any 
processes defined in the instant invention are prior art process. In view of this (amendments), 
the instant specification never clearly defines how to make the claimed abrasive articles. The 
claims contains subject matter which is not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make the invention. In other words, the specification, as amended, defines what the prior art 
processes involve for making the prior art coated abrasive of Figure 1 but do not define how to 
make the inventive coated abrasive article. The examiner is unclear as to applicant amendment 
to the Figures and these amendments to the drawings now do not enable the specification. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-14 and 16-57 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 
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The new matter added to the claims is the limitation "and is not co-linear to the third 
side", as defined in the independent claims, because the examiner can not find clear support for 
this limitation and applicants provide no teaching of where support can be found in the original 
specification. 

In addition, the new matter added to the claims is the limitation "a third side extending 
between the first side and the second side", as defined in the independent claims, because the 
examiner can not find clear support for this limitation and applicants provide no teaching of 
where support can be found in the original specification. Although the figures imply a third side, 
this side is shown as a parameter and the limitation "extending between " is not limited to the 
third side defining a parameter. "Extending between" implies that the third side can be anywhere 
between the first and second side and is not necessarily a parameter. Any third side in the 
original figures is clearly a parameter, thus the limitation, as written, is not fully supported by the 
disclosure, as originally filed. 

If the examiner is in error, it is suggested that applicants provide clear support where said 
limitations can be found in the original specification. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1, 2, 5-7, 9, 11, 13-14, 16-17, 20-22, 24, 26, 28-31, 34-36, 38, 40, 42-45, 48-50, 
52, 54 and 56-57 are rejected under 35 U.S.C. 102(b) as anticipated by Pieper et al. (5,152,917), 
as evidenced by Naujok (6,761,620) and Flood et al. (5,484,330) or, in the alternative, under 35 
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U.S.C. 103(a) as obvious over Pieper et al. (5,152,917) in view of Naujok (6,761,620) and Flood 
et al. (5,484,330). 

Naujok (6,761,620) shows in figure 3 that saw tooth shapes includes embodiments 
wherein the distal region is not on a plane orthogonal to the base. 

Flood et al. (5,484,330) shows in figure 1 that saw tooth shapes includes embodiments 
wherein the distal region is not on a plane orthogonal to the base. 

The teachings and characterization of Pieper et al. are defined in the previous office 
action for the same reasons set forth therein which are incorporated herein by reference. In 
addition to the reasons defined in the previous office action, Pieper et al. discloses abrasive array 
of protruding units of saw toothed shaped composites (distal linear apex for each unit, when 
projected onto a plane with its respective base, extend between non-central points on opposite 
first and second sides). The saw tooth shapes of the primary reference does not necessarily 
mean the side is 90 degrees or orthogonal to the base.. These saw tooth shapes, as disclosed by 
Pieper et al., are not limited to any particular form and thus it is the examiners position that these 
read on the claimed saw tooth shape that includes embodiments wherein the distal region is not 
on a plane orthogonal to the base, as is evidenced by the secondary references. 

In the alternative, the 2 secondary reference clearly discloses that saw tooth shapes 
includes embodiments wherein the distal region is not on a plane orthogonal to the base. One 
skilled in the art would have appreciated and found obvious that since this is a general structure 
of a saw tooth, the saw tooth shape of the primary reference could necessarily encompasses 
features that read on the claims (distal region is not on a plane orthogonal to the base). The saw 
toothed shapes of the primary reference does not necessarily mean the side is 90 degrees or 
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orthogonal to the base. These saw tooth shapes, as disclosed by Pieper et al., are not limited to 
any particular form and thus it is the examiners position that these make obvious the claimed saw 
tooth shape that includes embodiments wherein the distal region is not on a plane orthogonal to 
the base, as is clearly depicted by the secondary references. This is apparent because saw tooth 
shapes are generally not orthogonal to the base, as shown by the secondary references. 
Applicants show no evidence that the saw tooth shapes of the primary reference mean the side is 
90 degrees or orthogonal to the base. 

Claims 3, 4, 8, 10, 12, 18, 19, 23, 25, 27, 32, 33, 37, 39, 41, 46, 47, 51, 53 and 55 are 
rejected under 35 U.S.C. 103(a) as obvious over Pieper et al. (5,152,917) in view of Naujok 
(6,761,620) and Flood et al. (5,484,330). 

The teachings and characterization of Pieper et al. are defined in the previous office 
action (and above) for the same reasons set forth therein which are incorporated herein by 
reference. The reasons for combining the references is defined in the above rejection. 

Claims 1, 2, 5-7, 9, 11, 13-14, 16-17, 20-22, 24, 26, 28-31, 34-36, 38, 40, 42-45, 48-50, 
52, 54 and 56-57 are rejected under 35 U.S.C. 103(a) as obvious over Pieper et al. (5,152,917) in 
view of Kaisaki et al. (cited on IDS of 3/30/06) or Adefris et al. (cited on IDS of 3/30/06). 

Kaisaki et al. teaches in column 5, lines 32-35 and column 24, lines 45-60 that 
composites having a taper rather than a 90 degree relative to the backing (or base) result in 
improved composites with respect to removal from the production tool. 
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Adefris et al. teaches in column 5, lines 20+ that composites having a taper rather than a 
90 degree relative to the backing (or base) result in improved composites with respect to removal 
from the production tool and aid in controlled break down of the abrasive composite during use.. 

The teachings and characterization of Pieper et al. are defined in the previous office 
action for the same reasons set forth therein which are incorporated herein by reference. In 
addition, to the reasons defined in the previous office action, Pieper et al. discloses abrasive array 
of protruding units of saw toothed shaped composites (distal linear apex for each unit, when 
projected onto a plane with its respective base, extend between non-central points on opposite 
first and second sides). It is the examiners position that it would have been obvious to have a 
taper between the distal region and the base of the saw tooth composite of the primary reference 
because the secondary references teach benefits of such a taper, said benefits providing the 
necessary motivation for the combination, as applied. 

Claims 3, 4, 8, 10, 12, 18, 19, 23, 25, 27, 32, 33, 37, 39, 41, 46, 47, 51, 53 and 55 are 
rejected under 35 U.S.C. 103(a) as obvious over Pieper et al. (5,152,917) in view of Kaisaki et al. 
(cited on IDS of 3/30/06) or Adefris et al. (cited on IDS of 3/30/06). 

The teachings and characterization of Pieper et al. are defined in the previous office 
action (and above) for the same reasons set forth therein which are incorporated herein by 
reference. The reasons for combining the references is defined in the above rejection. 
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Applicant's arguments with respect to all the claims have been considered but are moot in 
view of the new ground(s) of rejection, however, the examiner will comment on applicants 
remarks based on Pieper et al. 

Applicants state that Figure 9 of Pieper et al. has a distal region that is positioned 90 
degrees or orthogonal to the base. The examiner is unclear as to where this is defined in the 
reference and how applicants came to this conclusion. 

Applicants also argue that this reference does not teach a two by two array (both figures 8 
and 9 define arrays that are one unit deep (thus not a 2 by 2 array, at least). This argument is not 
persuasive because since Fig. 9 is a side view of a segment of the abrasive article, and the article 
as further evident and disclosed by Fig. 8, includes more that one array of protruding units, 
which meets at least two-by-two array of protruding units' as defined by specification as 
originally filed. Further Pieper et al. discloses in column 8, lines 16-20 and column 8, lines 35- 
38 that the shape and periods or number of composites per unit area is varied depending upon the 
abrading applications. Fig. 18 also discloses at least two by two arrays. In view of this, the 
reference when taken as a whole, clearly teaches or suggests (reads on) a two-by-two array 

Applicants also argue that Figure 9 of Pieper et al. has a distal region that is positioned 90 
degrees (orthogonal) to the base. This is not persuasive because, as defined above, the examiner 
is unclear as to where this is defined in the reference and how applicants came to this conclusion. 
Are applicants stating that the angle is a perfect 90 degrees. If so, where is this defined? Even if 
the reference angle is 89.9 degrees it would read on the claimed invention. In addition, this is 
also not persuasive because, as defined in the rejection, , a saw tooth shape does not necessarily 
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mean a distal region orthogonal to the base, as evident by secondary references. Finally, the 
above rejection relies on evidence reference which are not new and thus not argued. 

With respect to the arguments of Figure 1 8 as not disclosing the claimed invention, the 
examiner agrees and withdraws any comment previously defined that claim 1 8 defined the 
claimed structure. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. In addition, applicant's submission of an information disclosure statement under 
37 CFR 1.97(c) with the fee set forth in 37 CFR 1.1 7(p) on 3/30/06 prompted the new ground(s) 
of rejection presented. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a) and MPEP § 609.04(b). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-12331233. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions onMccess to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9 1^/^toll-free). 

Michb&lZ^Marcheschi 
MM Primary Examiner 

Art Unit 1755 




